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(1) Rekl Parly in Interest 

The real parties in interest are Sony Corp. and Sony Electronics, Inc. 

(2) Related Appeals/Interferences 

An appeal has been lodged in serial no. 09/972,183 which may be related 

(3) Status of Claims 

Qaims 1-5, 10, 11, 13, 15, 17-19, and 21 are pending and finally rejected, which rejections are 
appealed, and daims 6-9, 12, 14, 16, and 20 have been canceled. 

(4) St3tu$ of Amendments 

No amendments are outstanding. 

(5) Summary of Claimed Subject Matter 

As an initial matter, it is noted that according to the Patent Office, the concise explanations under this 
section are for Board convenience, and do not supersede what the claims actually state, 69 Fed Reg. 155 
(August 2004), see page 49976. Accordingly, nothing in this Section ^ould be construed as an estoppel that 
limits the actual claim language. 

Qaim 1 sets forth a method for providing a multiple format wireless phone which includes formatting 
a wireless module (reference numeral 200, figure 1; page 4, line 12), with the wireless module storing a first 
wireless communication format. The method includes removably engaging the wireless module with a wireless 
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phone (150, figure 1; page 4, line 24) having h second wireless communication format different from the first 
format Tht wireless module has a mobile station identification number (page 6. line 16), and the method 
further incJudcs storing the mobile station identification number to the wireless phone only upon determination 
that the wireless module provides proper operation in an intended area to facilitate communication using a 
common phone number with either format (page 6, lines t-20). 

Claim 1 1 requires a system for providing a multiple format wireless phone (150, figure 1; page 4, line 
24). The system includes a wireless phone (1 50) having a first wireless cotmnunication format configured to 
removably receive a wireless module (200, figure 1; page 4, line 12) having a second wireless communication 
format The wireless module is in electronic data communication with the wireless phone and is configured 
to provide the second format to the phone. The module includes a mobile station identification number (page 
6, line 16), and the wireless phone is configured to receive the mobile station identification number upon 
verification of proper operation of the module to facilitate use of a single phone tmmber with both formats 
(page 6, lines 14-20). 

Claim 17 recites a multiple fonnat wireless phone (150, figure 1; page 4, line 24) having a wireless 
module (200, figure 1; page 4, line 12) configured to store first operational data, with the phone being 
configured with second operational data different from the first. The wireless module is configured to be 
removably connected to the multiple format wireless phone. The operational data in the module includes a 
mobile station serial number (page 6, line 16), and the multiple format wireless phone is configured to receive 
the mobile station serial number iipon verification of proper operation of the module in an intended area (page 
6. Imes 14-20). 
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(6) Grounds of Rejection to be Reviewed on Appeal 

(a) Independent Qaims 1, 1 1, 17 and dependent Claim 18 have been nsjeoied under 35 
U.S.C. §102 as being anddpated by Hanawa et aL, USPN 5,450,471. 

(b) Dependent Claims 2-5, 10, 13, 15, 19, and 21 have been rejected under 35 U.S,C. 
§103 as being unpatentable over Hanawa et al. in view of Metroka, USPN 5,249302. 



(7) Argument 

As an inirial matter, it is noted that according to the Patent Office, a new ground of rejection in an 
examiner's answer ^ould be "rare", and should be levied only in response to such things as newly presented 
arguments by Applicant or to address a claim that the examiner previously failed to address, 69 Fed. Reg. 155 
(August 2004), see, e.g., pages 49963 and 49980. Furthermore, a new ground of rejection must be approved 
by the Technology Center Director or designee and in any case must come accompanied with the initiak of 
the conferees of the appeal conference, id., page 49979. 

a(l) Anticipation Rejection^ Independent Claims 1 and 17 and Dependent Claim 18 

Claim I requires storing the mobile station identification number to the wireless phone only upon 
determination that the wireless module provides proper operation in an intended area, to facilitate 
commimication using a common phone number with either format. Elements 9 and 10 of Hanawa et al. have 
been relied on for this element but all the portions cited in the Office Action disclose is that element 9 
provides communications conditions and the subscriber's number, without any evident conditions on this 
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provision, much less the one claimed The allegation in the rejection that the mobile station ID is received 
upon verification of proper operation appears to be incorrect, because nothing in the relied-upon portions of 
the reference mention verifying anything, much less as a condition for providing a number. Instead, the 
clement 9 simply provides, apparently as a package, communication conditions together with a subscriber 
number. 

For convenience, here is what Hanawa et al. states regarding the relied-upon elements 9 and 10, which 
in ^ct make several points favorable to Application's position: 



"The identifying means 9 of the buffer unit 7 identifies the communication conditions such 
as the radio frequency and the control channel for the cormection, and also identifies the 
subscriber's number and the like. The communication conditions and the subscriber's number 
identified by the identifying means 9 are transmitted to the communication unit body 1 via 
the control signal transmitting means 10. The commimication control part 4 of the 
communication unit body 1 changes the communication conditions to those conforming to the 
communication conditions of the portable telephone 8 or^ converts the communication 
conditions. Accordingly, it is possible to irse the portable telephone 8 as an automobile 
telephone. In this case:^ the communication is made using the subscriber's number of the 
portable telephone 8, so that the accounting is made to the subscriber of the portable telephone 
8. On the other hand, if the commimication is made using the subscriber's number of the 
automobile telephone, that is, the communication unit body 1, the accounting is made to the 
subscriber of the automobile telephone", Hanawa et al, col. 9, lines 48-68. 

Leaving aside for the moment whether "changing the radio frequency and tfie control charmer' is or 
is not the same thing as "changing formats", the rclied-upon portion of Hawana et aL explicidy teaches that 
the frequency and control are changed as necessary to match the wireless telephone 13, used as the claimed 
"wireless module." Nothing is stated that this is done only after making a determination of anything, much 
less making a determination that the module provides proper operation in an intended area, much less still that 



U€8-K)5AI>P 



PAGE 8/17 « RCVD AT 318/2007 6:17:40 PM (Eastern Standard Time] « SVR:USPT04 FXRF-6/43 * DNIS:2738300 * CSID:16193388078 * DURATION (mm-ss):0346 



FRW R06ITZ 61 9 338 8078 



(THU)MAR 8 2007 1 5 : 1 6/ST. 1 5 : 1 4/No. 6833031 585 P 9 



CASE NO-: 50P4257.fl3 
Serial No.: 09/972,760 
March 8, 2007 
Page 6 



PATENT 
Filed: October 5, 2001 



instead of changing frequency and channel iipon such an untaught deterrainatioa something different - the 
storage of a mobile station ID number - is accomplished 

Accordingly, the allegation on page 5 of the Office Action (relying on Hamwa et ai., figure 6, 
elements 9 and 10, the disclosure of which is repeated above) that a mobile identification number is stored 
to the relied^upon wireless phone upon determination of proper operation simply is wrong with respect to 
Claims i and 17. Furthennore» with particular respect to Cbim 1 it is incomplete, because it declines to 
address the ''only" limitation of Claim 1. 

'Riming now to the question of multiple formats, as opposed to multiple frequencie^control channels, 
it appears to be the examiner's position that more is required than a frequency to make a format because he 
refers to col. 3, lines 9-13 consistently throughout the Office Action as a teaching of first and second formats. 
What is telling is that lliis part of Hanawa et ah is a background discussion that simply observes tliat cme 
wireless system might use analog and another might tise digital It nowhere contemplates that the ensuing 
invention be used in some way to use both with a single device. Accordingly, the relied-upon teaching of 
multiple formats in Hanawa et al. is nowhere lied in to the subsequently relied-upon components of Hanawa 
et al. in the rejection, depriving the rejection of the cohesiveness required for legitimacy. 

The above cogent points have been responded to (as best as Appellant can ascertain from the poor 
grammar and spelling in the latest Office Action, evincing a disturbing absence of supervisory attention) by 
a bare conjecture that Hanawa et al. meets the claimed limitation of verification because it "must". Well, if 
it "musrt" undertake the claimed limitation, Hanawa et al. certainly does not appear to say so, and the examiner 
has been unable to muster a citation to Hanawa et al in support of his conjecture. In other words, the 
examiner's retort is a simple refusal, shorn of any evidence of record, to recognize right answer when told 

PAGE 9117 ' RCVD AT 318/200? 6:17:40 PM [Eastern Standard Time] * SVR:USPTO-EFXRF-6/43 * DNIS:2738300 * CSID:16193388078 * DURATION (mm-ss);03-i6 



FROM ROGITZ 



619 338 8078 



(THU)MAR 8 2007 1 5 : 1 6/ST. 1 5 : 1 4/No. 6833031 585 P 10 



CASE NO,: 50P4257.03 
Serial No.: 09^7<iO 
March 8, 2007 
Page 7 



PATENT 
Filed: October S, 2001 



The; examiner nejtt resorts to another unsupported decree that has no roots in any evidence of record, 
namely, an insistence tliat the claimed "changing formats" \s the same thing as clianging between analog and 
digital. However* no evidence of record has been profcrrcd that one skilled in the art would so construe the 
limitations at issue, tendering the eAaminer's evident claim construction defective under MPEP §2111.01. 

Appellant reserves the right to respond to whatever point the top of page 6 of the Office Action 
attempts to make until sucli lime as the examiner's portion is cast in more comprehensible form. 

a(2) Anticipation Rejection, Independent Claim 11 

In addition to the arguments above and with further respect to Claim 1 1, the rejection nowhere alleges 
(because it cannot) that use of a single phonfc number with both formats is taught or suggested in Hanawa et 
al Indeed, more likely the opposite: "communication is made using the subscriber's number of the portable 
telephone 8, so that the accounting is made to the subscriber of the portable telephone 8. On the other hand, 
if the communication is made using the subscriber's number of the automobile teleptone, that is, the 
commutiication unit body 1, the accounting is made to the subscriber of the automobile telephone", id. 

b Obviousness Rejections of Certain Dependent Claims 

In addition to the dependent claims inheriting the patentability of their independent claims for reasons 
set forth above, there is no fair prior art suggestion to modify Hanawa et aL by removing ite analog system 
and replacing it with what would be the duplicate digital system of Metroka for the simple reason that in 
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Hanawa tt al., temoving its analog capability as in essemse proposed by the examiner would defeat a purpose 
of Hanawa et al. and, hence, be improper under MPEP §2143.01 (citing In re Gordon) . 



Respectfully submitted, 




Registration No. 33,549 
Attorney of Record 
750 B Street. Suite 3120 
San Diego, CA 92101 
TelejAone: (619)338-8075 
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APPENDIX A - APPEALED CLAIMS 

1. A method for providing a multiple format wireless phone, said method comprising: 

formatting at least one wireless module, the wireless module storing at least a first wireless 
communication, format; 

removably engaging the wireless module with a wireless phone having a second wireless 
communication format different from the first format; 

said wimle^ module having a mobile station identification number, the method further 
including storing said mobile station identification number to said wireles$. phone only upon 
determination that the wireless module provides proper operation in an intended area to facilitate 
communication using a common phone number with either format. 

2. A method for providing a multiple format wireless phone as recited in Claim 1, wherein formatting 
at least one wireless module comprises utilizing at least one wireless format selected from the group consisting 
of CDMA ONE, CDMA 2000 IX, CDMA 2000 3X, CDMA IX EV, WidebaiKl CDMA, GSM, GPRS and 
EDGE, 

3. A method for providing a multiple format wireless phone as recited in Claim I, wherein providing 
the wireless phone with said wireless module comprises providing said wireless module with at least one 
wireless format selected from the group consisting of CDMA ONE, CDMA 2000 IX, CDMA 2000 3X, 
CDMA IX EV, Wideband CDMA, GSM, GPRS and EDGE. 
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4, A method for providing a multiple format wireless phone as recited in Claim 1, further comprising 
providing said wireless module with an electronic serial number. 

5. A method for providing a multiple format wireless phone as recited in Qafan 4, fuither comprising 
storing said electronic serial number. 

10. A method for providing a multiple format wireless phone as recited in Claim 5, wherein 

storing said electronic serial number comprises sTx>ring said electronic serial number to said wireless phone. 

11. A system for providing a multiple format wireless phone, said system 
comprising: 

a wireless i^one having a fii!^ wireless communication format configured to removably 
receive at least one wireless module having a second wireless communicatica) format; and 

said wireless module in electronic data communication with said wireless phone, said wireless 
module configured to provide the second format to the phone, wherein said module includes a mobile 
station identiHcation number, said wireless jAone configured to receive said mobile station 
identiHcation number upon veriHcation of proper operation of the module to facilitate use of a single 
phone number with both formats. 
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13. A system for providing a multiple format wireless phone as recited in Claim 1 1, wherein said wireless 
fottjjat is selected from the gt^up consisting of CDMA ONE, CDMA 2000 IX, CDMA 2000 3X, CDMA IX 
EV, Wideband CDMA, GSM, GPRS and EDGE. 

15. A system for providing a multiple format wireless phone as recited in Oaim 1 1 , wherein said module 
includes operational data comprising an electronic serial number, said wireless phone configured to store said 
electronic serial number. 

17. A multiple format wireless phone comprising at least one wireless module configured to store first 
operational data with the phone configured with second operational data different from the first, said wireless 
module configured to be removably connected to the multiple format wireless phone, wherein said operational 
data in said module comprises a mobile station serial number, the multiple format wireless phone being 
configured to receive said mobile station serial number upon verification of proper operation of the module 
in an intended area. 

18. A multiple format wireless phone as recited in Oaim 17, wherein said operational data comprises at 
least one wireless format 

19. A mruldple format wireless phone as recited in Claim 18, wherein said operational data further 
comprises an electronic serial number, the multiple format wireless phone configured to store said electronics 
serial number. 
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21. A inuiUple fonnat wireless phone as tecited in Claiois 18» wherein said wireless fonnat is selected 
from the group consisting of CDMA ONE, CDMA 2000 DC, CDMA 2000 3X, CDMA TX EV, Wideband 
CDMA, GSM, GPRS and EDGE. 
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APPENDIX B • EVIDENCE 
None (this sheet made necessary by 69 Fed. Reg. 155 (August 2004), page 49978.) 
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